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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CATERPILLAR INC.,
Opposer,
V. Opposition No. 91213597
TIGERCAT INTERNATIONAL INC. .
Applicant.
SUPPLEMENTAL DECLARATION OF JOHN F. METZGER IN SUPPORT OF
APPLICANT’S REPLY TO OPPOSER'S OPPOSITION TO APPLICANT’S MOTION
FOR LEAVE TO ATTEND AND TAKE DEPOSITIONS BY VIDEO CONFERENCE
1. I am a citizen of the United States, over 18 years old and a resident of Delaware
County in the Commonwealth of Pennsylvania.
2. I am employed as a paralegal with Eckert Seamans Cherin & Mellott, LLC in
Philadelphia, Pennsylvania.
3. I have worked as a paralegal since October of 1994 and was employed at Ballard
Spahr Andrews & Ingersoll, LLP in Philadelphia, Pennsylvania from September 1997 until
February 2008 when I joined the firm of Eckert Seamans Cherin & Mellott, LLC.
4. My duties include general, internet and legal research, litigation support,

document review and analysis, document organization and control, and electronic discovery

support among others.



5. As part of my duties as a paralegal, I maintain the pleadings and correspondence
files in this opposition proceeding.

6. Attached as Exhibit T is a true and correct copy of Opposer Caterpillar Inc.’s
Notice to Take Deposition of Tigercat International Inc. pursuant to Rule 30(b)(6).

7. Attached as Exhibit U is a true and correct copy of Opposer Caterpillar Inc.’s
Rule 45 Subpoena to Tigercat International Inc. in the Eastern District of Pennsylvania served
upon Anthony Iarocci on June 19, 2015 in Arkansas.

8. Attached as Exhibit V is a true and correct copy of the Trademark Trial and
Appeal Board decision in Cancellation No. 92041776, Caterpillar, Inc. v. Pave Tech, Inc.
decided March 12, 2007.

9. Attached as Exhibit W is a true and correct copy of an email sent by Laura
Johnson, counsel for Caterpillar, Inc., to Candace Lynn Bell, counsel for Tigercat International,
Inc., on June 24, 2015 at approximately 5:30 p.m.

10.  Attached as Exhibit X is a true and correct copy of the Declaration of Anthony
TIarocci filed in support of Tigercat International Inc’s Motion to Quash a Rule 45 Subpoena in
the Western District of Arkansas dated June 30, 2015.

11.  Attached as Exhibit Y is a true and correct copy of an email sent by Candace
Lynn Bell to Christopher Foley and Laura Johnson, counsel for Caterpillar, Inc., on June 29,
2015 at approximately 7:15 pm, and a response email sent by Naresh Kilaru to Candace Lynn
Bell on June 30, 2015 at approximately 4:48 pm.

12.  Attached as Exhibit Z is a true and correct copy of a receipt for $46 for the cost of
filing a miscellaneous action (a motion to quash a subpoena) in the Eastern District of

Pennsylvania on July 2, 2015.



I declare under penalty of perjury that the foregoing is true and correct. /

AWty

7 John F .VMetzger

Executed on: 7(/‘3/ b AN S/
in l?ﬁ,/fadelphia, PA




CERTIFICATE OF SERVICE

The undersigned hereby  certifies that a true and correct copy of the attached
Supplemental Declaration of John F. Metzger in Support of Applicant’s Reply to Opposer’s
Opposition to Applicant’s Motion for Leave to Attend and Take Depositions by Video
Conference was served on counsel for the Opposer on the date listed below via electronic mail

and a courtesy copy provided via U.S. Mail:

Christopher P. Foley
FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

901 New York Ave., N.W.
Washington, DC 20001-4413

Laura K. Johnson
FINNEGAN, HENDERSON, FARABOW,
GARETT & DUNNER, L.L.P.
2 Seaport Boulevard
Boston, MA 02210

Dated: July 6, 2015 By:

“// J ohn F. EMtlstzger /y/
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CATERPILLAR INC.,
Opposer, Opposition No. 91213597
V. Application Serial No. 85/591,967
Mark: TIGERCAT
TIGERCAT INTERNATIONAL INC., Application date: April 8, 2012
Applicant.

NOTICE TO TAKE DEPOSITION OF TIGERCAT INTERNATIONAL INC.

PLEASE TAKE NOTICE that, pursuant to Rule 30(b)(6) of the Federal Rules of Civil
Procedure, on June 24, 2015 at 9:00 am, Opposer Caterpillar Inc. (“Opposer” or “Caterpillar”)
will take the deposition upon oral examination of Applicant Tigercat International Inc.
(“Applicant” or “Tigercat”), by and through the officers, directors, managing agents, or other
persons designated as being competent to testify on behalf of Defendant, at the Embassy Suites
Buffalo, 200 Delaware Ave, Buffalo, NY 14202, or at a location to be mutually agreed upon by
the parties, with respect to the matters set forth in the attached Schédule A, before a Notary
Public or another person qualified by law to administer oaths.

Thé deposition(s) will continue day-to-day until such time as completed and will be

recorded by stenographic, audio, video, or other means. You are invited to attend.




Dated: May 11, 2015

Respectfully submitted,

/Christopher P. Foley/

Christopher P. Foley

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

901 New York Ave., N.W.

Washington, D.C. 20001-4413

Telephone: 202-408-4000

Facsimile: 202-408-4400

Laura K. Johnson

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

2 Seaport Boulevard

Boston, MA 02210

Telephone: 617-646-1600

Facsimile: 617-646-1666

Attorneys for Opposer
Caterpillar Inc.



CERTIFICATE OF SERVICE

I certify that a true and accurate copy of the foregoing NOTICE OF DEPOSITION OF
TIGERCAT INTERNATIONAL INC. was served via electronic mail, upon counsel for

Applicant, on May 11, 2015.

/Laura K. Johnson/
Laura K. Johnson




SCHEDULE A

DEFINITIONS AND INSTRUCTIONS

Caterpillar incorporates by reference the definitions and instructions set forth in

Opposer’s First Set of Interrogatories to Applicant served February 28, 2014.

TOPICS FOR EXAMINATION
1. The Products with which Applicant’s Mark has been used, are currently used,
and/or intend to be used from the date of first use of Applicant’s Marks to the present.
2. The specifications and features of Applicant’s Products and Services.
3. The applications and fields of use for Applicant’s Products and Services.
4, Applicant’s warranties to consumers relating to Applicant’s Products and Services

or the applications and fields of use for Applicant’s Products and Services.

5. Applicant’s product development and product expansion efforts in connection
with goods offered or sold under Applicant’s Mark.

6. The annual dollar volume and unit sales in the United States for products bearing
or offered under Applicant’s Mark from 2009 to the present.

7. Applicant’s sale of goods in the forestry field for 2009 to the present.

8. Applicant’s sale of goods in the off-road industrial field for 2009 to the present.

9. Applicant’s sale of goods in outside of the forestry and off-road industrial fields
for 2009 to the present.
10.  The manufacturer’s suggested retail price, wholesale prices (to Applicant’s

dealers), and actual selling prices of Applicant’s Products and Services from 2009 to the present.

11.  Applicant’s annual dollar volume of advertising and promotional expenditures in
the United States for products bearing or offered under Applicant’s Mark from 2009 to the
present.

12.  Advertising and promotion of Applicant’s Mark from 2009 to the present.
13.  Applicant’s advertising of machinery and equipment outside of the forestry field.

14.  Applicant’s advertising of machinery and equipment in the forestry field.



15.  The channels of trade through which Applicant has marketed and offered,
currently markets and offers, and intends to market and offer Applicant’s Products and Services.

16.  Trade shows at which Applicant has advertised, promoted, marketed, exhibited,
offered, or sold Applicant’s Products and Services.

17.  Applicant’s participation in any conferences or events in the forestry, agricultural,
mining, vegetation management, off-road industrial, oil and gas, or construction fields.

18.  The methods of distribution of Applicant’s Products and Services from 2009 to
the present.

19.  Any meanings of Applicant’s Mark.
20.  Any use of Applicant’s Mark in conjunction with feline imagery.

21.  Any name or mark comprised of or containing the term “Cat” that Applicant has
used or registered, or intends to use or register, apart from Applicant’s Mark.

22.  The categories, types, nature, and characteristics of distributors of products
bearing Applicant’s Mark from 2009 to the present.

23.  The categories, types, nature, and characteristics of retailers of products bearing
Applicant’s Mark from 2009 to the present.

24,  The categories, types, nature, and characteristics of customers of products bearing
Applicant’s Mark from 2009 to the present.

25.  Any instance where a person has been confused, mistaken, or deceived about the
source, affiliation, association, relationship, ownership, or sponsorship between Applicant’s
Mark and Opposer’s Mark, or between products offered, promoted, or sold under those marks.

26.  Any instance where a person has inquired whether an affiliation, connection,
sponsorship, or relationship exists between Applicant’s Mark or products offered under
Applicant’s Mark on the one hand and Opposer’s Mark or products offered under Opposer’s
Mark on the other hand.

27.  Any investigations, research, reports, surveys, focus groups, or studies relating to
likelihood of confusion between Applicant’s Mark and Opposer’s Mark.

28.  Any invéstigations, research, reports, surveys, focus groups, or studies conducted
by or on behalf of Applicant that concern or relate to Applicant’s Mark or Opposer’s Mark.

29.  All trademark searches, reports, research, or investigations obtained or conducted
by or on behalf of Applicant concerning Applicant’s Mark.



30.  Objections Applicant has made to third parties’ use and/or registration of marks,
names, or designs based on Applicant’s Mark.

31.  Objections Applicant has received from third parties regarding Applicant’s use
and/or registration of Applicant’s Mark.

32.  All judicial and administrative proceedings involving or relating to Applicant’s
Mark other than this opposition proceeding.

33.  Applicant’s knowledge and awareness of Opposer’s use of Opposer’s Mark.
34.  Applicant’s knowledge and awareness of the fame of Opposer’s Mark.

35.  Applicant’s knowledge and awareness of the public perception of Opposer’s
Mark.




EXHIBIT U
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AO 83A (Rev. 02/14) Subpocna to Vestify at a Depositioain a Civil‘Action
— = ——— ]

UNITED STATES DISTRICT COURT

for the
Eastern Digtrict of Pennsylvania

Caterpnllar Inc
Plainti ﬁ'
v.
Tigercat Int! Inc.

Civil Action No. TTAB Opposition No. 91213597

Defendant
SUBPOENA TO TESTIFY AT A DEPOSITION IN A CIVIL ACTION

To: | Tigercat International Ing.

" (Nume of person to whom this subpoena is directed)

d Testimony: 'YOU ARE COMMANDED to appear at the time, date, and place set forth below to testify at a
deposmon to be taken in this civil action. If you are an organization, you must degignate one or more officers, directors,
or managing agents, or designate other persons who consent to testify on your behalf about the following matters, or
those set forth in an attachment:

See Attachment A,

1200 Market Street '
Philadelphia, PA 19107 07/09/2015 9:00 am

lilace: “Loéws Philadelphia Hotel T Date and Time:

The deposition will be recorded by this method: _ Transcribed by Certified Court Reporter

(3 Production: You, or your representatives, must also bring with you to the deposition the following documents,
electronically stored information, or objects, and must permit inspection, copying, testing, or samphng of the
material:

The following provisions of Fed. R. Civ. P. 45 are attached — Rule 45(c), relating to the place of compliance;
Rule 45(d), relating to your protection as a person subjcct to a subpoena; and Rule 45(¢) and (g), relating to your duty to
respond to this subpoena and the potential consequences of not doing so.

CLERK OF COURT
OR
/s/ChrIstopher P. Foley

Sigrature of Clerk or Deputy Clerk o Attamey s Mgnalure

Caterpillar Inc.

The name, address, e-mail address, and telcphone number of the attomney representing (rame of party)
, who issucs or requests this subpoena, are:

Christopher P. Foley, Finnegan, 801 Nsw York Avehue, Washington, D.C. 20001 christopher.foley@finnegan.com

Notice to the person who issues or requests this subpoena
If this subpoena commands the production of documents, c]cctromcally stored information, or tangible things befoxe
trial, a notice and a copy of the subpoena must be scrved on each party in this case before it is served on the person to
whom it is directed. Fed. R. Civ. P. 45(a)(4).
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AO 88A (Rev, 02/14) Subpoona to Testity at a Deposition in a Civil‘Action (Page 2)
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Civil Action No. TTAB Opposition No. 81213597

PROOF OF SERVICE
(This section should not be filed with the court unless required by Fed. R. Civ. P. 45.)

I received this subpoena for (name of individual and title, if any)

ON (date)

3 T scrved the subpoena by delivering a copy to the named individual as follows:

o1l (date) yor

= o ot e rrrr—

O T returned the subpoena unexecuted because;

— - " .oe g et g e

[P ye—

—————— ' e y——— ——rmmrmtimee

Unless the subpoena was issued on behalf of the United States, or one of its officers or agents, | have also
tendered to the witness the fees for one day’s attendance, and the mileage allowed by law, in the amount of

$

——— "

My fees are $ for travel and $  for services, for a total of $ 0.00

———— e . —

I declare under penalty of perjury that this information is true.

Date;

Server's yignature

Printed nume and title

Server’s address

Additional information regarding atternpted service, etc.:
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e e —————
Federal Rule of Civil Procedure 45 (c), (d), (e), and (g) (Effcctive 12/1/13)

(£) Pliace of Complinnce.

(1) For a Triul, Hearing, or Deposition. A subpoena may command 4
person to attend a trial, hearing, or deposition only as Rllows;
{A) within 100 milss of whete the peryon resides, is cmployed, or
regularly transacts business it person; or
(B) within the statc where the person resides, is emplayed, or rogularly
transucty busingss in person, if the person
(1) iz & party or a party”s officer; or
(i1) is commandod to attend a trial and would not incur substantial

EXPENINE,

(2) Far Other Discovery. A subpocna may command:

(A) production of documents, clectronically stored information, or
tungible things ut & place within 100 miles of whete the person reaidey, ig
employed, o regulurly trangycts busincss in person; and

(B) ingpeetion of pramises at the premiscs to be inspected.

(d) Protecting a Person Subjeet to 2 Subpocens; Enforcement,

(1) Avoiding Undue Burden or Expense; Sanctions. A party ot attorngy
respongible for issuing and serving & subpocna must take rensonabla steps
to avoid imposing undue burden or expense on & person subject to the
subpoena. The court for the district where compliance is required must
eaforce this duty and impose an uppropriste sanction—which may include
lost earningg and reusongble attorney's fecs—on a party or attotney who
fails to comply.

) Command to Produce Materials or Permit Inspection.

(A) Appearance Nat Required, A person contmanded to produce
documents, clectronically stored information, or tungible things, or to
permit the {nxpection of premises, need not appear in person at the place of
production or mypection unlesy also commanded to appear for a deposition,
hearing, or trial,

(B) Objactians. A person commanded to produge dosuments or tangible
things or to permit inspection may serve on the party or attorney designated
in the subpoena a written objection Lo ingpecting, copying, testing, or
sampling any or all of the materinls or to mspecting the premiscs—or to
producing cloctronically stored information in the form or forms requested,
The objection must be served before the earlier of the time specified for
compliance or 14 duys after the subpoena is served. 1f an objection is made,
the following rules apply:

(1) At any time, on notice o the commanded pervon, the serving party
muy move the court for the district where compliance is required for an
order compelling productiom or inspestion,

(ii) These acts may be required only as dirceted in the order, and the
order must protect a person who iy neither & party nor & party’s otficer from
significant expense resulting from complimes.

(3) Quashing or Modifying a Subpoena.

(A) When Required, On timely motion, the court for the district where
compliance is required must quash or modify a subpoena thut;

(i) fails (o allow & rensonable time to comply;

(i) requirces a person to comply beyond the geographical limits
specitied in Rule 45(¢);

(iii) requires disclosure of privilcged or other protected matter, ifno
cxception of waiver applicy; or

(Iv) subjecis & person to unduc burden,

(B) When Permitted. To protect a person subject to or affected by a

subpoena, the court for the district whete compliance ix required may, on
motion, quash or modify the aubposna if it requites;

(i) discloging a trade xecret or other coufidential research, develdpment,
or. commereial information; or

(H) disclosing 1t unretained cxpert's opinion or information that docs
nat describe specific ovcurrences in dispute and results from the expert's
study that was nol requested by a party.

(C) Specifying Conditions as an Altérnalive. Tn the circumgtances
described in Rule 45(d)(3)(B), the coutt may, instead of quashing or
modifying 2 subpoena, order appesrince or production under specified
conditions if the serving party:

(i) shows a substantial need for the testimony or material that cannot be
otherwive met without undue hardship; and
(if) ensures that the subpocnaed person will be reasonably compensated.

(¢) Duticy in Responding to a Subpoena.

(1) Producing Documentss or Electronically Stored Informadion. These
procedures apply 16 producing documents or electronically stored
information:

(A) Doctiments. A petson responding 1o & subpoena to produce doguments
must produce them as they are kept in the ordinary course of business or
must orgenize and label them to correspond to the categorics in the demand.

(B} Form for Producing Electronically Stared Information Not Specified
If a subpoena does not specity a form for producing electronically stored
intormation, the pevson responding must produce it in a form or forms in
which it is ordingrily maintaincd or in a reasonably usuble form or forms.

(C) Electronically Stored Information Produced in Only One Furm, The
persan responding need not producs the game clectronically stored
informution in more than one form.

(D) Inacecssible Electronically Stored Information. The person
responding need not provide discovery of elegtronically stored informution
trom sources that the person identifics as not reasonably accessible because
of unduc burdon or cost. On motion to compel discovery or for & protective
order, the person responding must show that the information is not
reasonably accessible because of unduc burden or cost. If that showing is
made, the court may nonetheless order discovery from such sources ifthe
requesting party shows good cause, considering the limitations of Rule
26(b)(2)(C). The court may specify conditions for the discovery,

(2) Clalming Privilege or Protection.

(A) Information Withheld. A person withholding subpoenaed information
under 2 cluim that it is privileged or subject to protection as trial-preparation
malerial must:

(i) expruanly maks the claim; and

(ii) describe the naturg of tho withhbeld documenty, communications, or
tungiblc things in a manner that, without revealing intormation itsell’
privileged or protocted, will enable the parties to asscss the claim.

(B) Information Produced, If information produced in response o a
subpocena is subject to a claitn of privilege or of protection as
trind-preparation material, the pervon making the claim may potify any party
that recoived the information ol the claim and the basis for it. After being
notificd, a party must promptly return, sequester, or destroy the specified
mformation and any copics it has, must not use or disclose the information
until the claim is resolved, must take reasonable steps (0 retrieve the
informarion if the party disclosad ii before being notiticd; and may promptly
present the informution ender scal to the court for the district where
compliance is required for a detcrmination of the claim, The person who
prodluced the information must preserve the information until the ¢luim i3
resolved.

{p) Contempt. )

The court for the digtrict where compliancs is required—and slso, after a
motion is transferred, the issuing vourt—may hold {n contempt a person
who, having heen served, fails without adequate excuse to obey the
subpocna or an order related to it,

Tor uceess to subpoena materials, 300 Fed. R. Civ. P. 45(u) Committee Noto (2013).
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SCHEDULE A

DEFINITIONS AND INSTRUCTIONS
The following definitions apply to all topics:

(1)  “Communication” means the transmittal of information (i.e., any facts,
ideas, inquiries, or otherwise) in any form, including but not limited written, verbal, telephonic,
and electronic communications.

(2  “Document” is defined to be synonymous in meaning and equal in scope
to the usage of this term in Federal Rule of Civil Procedure 34(a), and shall mean any and all
information in tangible or other form, whether printed, typed, recorded, computerized, filmed,
reproduced by any process, or written or produced by hand, and whethef an original, draft,
master, duplicate or ¢opy, or notated version theteof, that is in Applicant’s possession, custody,
or control. A draft or non-identical copy is a separate document within the meaning of this term.

(3)  “Person” is defined as any natural person or any business, legal, or
governmecntal entity or association,

(4)  Inreference to a person, “tq identify” means to state, to the extent known,
the person's full name, present or last known busincss address, and when refetring to a natural
person, additionally, the present or last known home address, and present or last-known title,
position, and business affiliation. Once a person has becn identified in accordance with this
subparagraph, only the name of that person need be listed in response to subsequent discovery
requesting the identification of that person,

3) In reference to documents, “to identify” means to state, to the extent
known, the (i) type of document; (ii) gencral subject matter; (iii) datc of the document; and (iv)

author(s), address(ecs), and recipient(s). |
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(6)  The term “statc” or “state all facts” means to state all facts discoverable
under Fed. R, Civ. P. 26(b) that are known to Applicant. When used in reference to a contention,
“state” or “state all facts” shall include all facts, documents, and communications negating as
well as supporting the contention,

(7)  The term “Opposer” refers to Caterpillar Inc., and, where applicable, its
officers, directors, licensees, licensors, employees, partncrs, corporate parents, subsidiaries,
affiliates, divisions and related companies.

(8)  The term “Applicant” refers to Tigercat International Inc., and, where
applicable, its officers, directors, licensees, licensors, employees, partnets, corporate parents,
subsidiarics, affiliates, divisions and related companies.

(%)  “Referring” or “relating to” means constituting, comprising, concerming,
regarding, mentioning, containing, setting forth, showing, disclosing, describing, e@laining,
summarizing, evidencing, discussing, ei&er directly or indirectly, in whole or in part, and should
be given the broadest possible scope consistent with the Federal Rules of Civil Procedure.

(11) “Applicant’s Mark” means the TIGERCAT mark, including but not
limited to the mark shown in Application Serial No. 85/814,584 (“the *584 Application™).

(12)  Unless otherwise stated, “Applicant’s Products and Services” means the
services set forth in the *584 Application and any other products and services identified in
response to Interrogatory No. 2, including, but not limited to, the products and services referred

to on the www.tigercat.com website.

(13) “Related Company” or “Related Companies” means Tigercat International
Inc., as well as any person or entity in privity with Applicant, any person or entity whose use of a

mark is controlled by the owner of the mark with respect to the nature and quality of the goods or
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services on or in connection with which the mark as defined under section 45 of the Lanham act,
15U.S.C. § 1127, and any person and entity defined as “Related Companies” under TMEP §
1201.03, unless otherwise stated. |

(14) “Opposet’s Mark” means the mark “CAT™ as set forth in the Notice of
Opposition in any form or stylization and with or without other designs, unless otherwise stated.

(15)  “Opposer’s Products and Services” mean the products and services set
forth in Paragraphs 2 through 14 of the Notice of Opposition, unless otherwise stated.

B. The following rules of construction shall apply to all topics:

(1) The connectives “and” and “ot™ shall be ¢construed either disjunctively or
cottjunctively as necessary to bring within the scope of the discovery requests all responscs that
might otherwise be construed to be outside its scope.

(2)  The use of the singular form of any word includes within its meaning the
plural form of the word and vice versa.

(3)  The usc of the mascuiine form of a pronoun includes also within its

~meaning the feminine form of the pronoun so used, and vice versa,

(4)  The use of any tense of any verb includes also within its meaning all other
tenses of the verb so used.

(5)  The terms “all” and “each” shall be constructed as “all and each.”

6) Unless otherwise specified, the geographic scope of Opposer’s topics is
the United States.

TOPICS FOR EXAMINATION

L. The products and services upon which Applicant’s Mark has been uscd, are
currently uscd, and/or intend to be used from the date of first use of Applicant’s Mark to the

present.

2. The specifications and features of Applicant’s Products and Services.



2063717015 P.008-010

JUN-22-2016 09:59 B & G EQUIPMENT
3. 'The applications for Applicant’s Products and Services.
4, Applicant’s watranties to consumers relating to Applicant’s Products and Services

or the applications and fields of use for Applicant’s Products and Services.

5. Applicant’s product development and product cxpansion efforts in connection
with goods offered or sold under Applicant’s Mark.

6. The annual dollar volume and unit sales in the United States for products bearing
or offered under Applicant’s Mark from 2009 to the present,

7. Applicant’s sale of goods related to forestry and vegetation management for 2009

to the present.

8. Applicant’s sale of goods related to off-road industrial equipment for 2009 to the
present.

9. Applicant’s sale of goods for use in fields other than forestry and vegetation

management for 2009 to the present.

10.  The manufacturer’s suggested retail price, wholesale prices (to Applicant’s
dealers), and actual selling prices of Applicant’s Products and Services from 2009 to the present. -

11.  Applicant’s annual dollar volume of advertising and promotional expenditures in
the United States for products bearing or offered under Applicant’s Mark from 2009 to the
present.

12. Advertising and promotion of Applicant’s Mark from 2009 to the present.

13. Applicant’s advertising of machinery and equipment outside of forestry and
vegetation management,

14.  Applicant’s advertising of machinery and equipment for use in connection with
forestry and vegetation management.

15, The channels of trade through which Applicant has marketed and offered,
currently markets and offers, and intends to market and offer Applicant’s Products and Services.

16.  Trade shows at which Applicant has advertised, promoted, marketed, exhibited,
offered, or sold Applicant’s Products and Services.

17. Applicant’s participation in any conferences or trade shows rclated to forestry or
vegetation management,
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18.  Applicant’s participation in any conferences or trade shows in ficlds other than
forestry or vegetation management.

19.  The methods of distribution of Applicant’s Products and Services from 2009 to
the present,

20.  Applicant’s employees residing in the United States.

21.  Applicant’s assets in the United States.

22, Any meanings of Applicant’s Mark,

23, Any use of Applicant’s Mark in conjunction with feline imagery.

24, Any name or mark comprised of or containing the term “Cat” that Applicant has
used or registered, or intends to use or register, apart from Applicant’s Mark,

25, The categories, types, nature, and characteristics of distributors of products
bearing Applicant’s Mark from 2009 to the present.

26.  The categories, types, nature, and characteristics of retailcrs of products bearing
Applicant’s Mark from 2009 to the present.

27.  The categories, types, nature, and characteristics of customers of products bearing
Applicant’s Mark from 2009 to the present,

28.  Any instance where a person has been confused, mistaken, or deceived about the
source, affiliation, association, relationship, ownership, or sponsorship between Applicant’s
Mark and Opposer’s Mark, or between products oftered, promoted, or sold under those marks.

29.  Any instance where a person has inquired whether an affiliation, connection,
sponsorship, or relationship exists between Applicant’s Mark or products offered under
Applicant’s Mark on the one hand and Opposer’s Mark or products offered under Opposer’s
Mark on the other hand.

30.  Any investigations, research, reports, surveys, focus groups, or studies relating to
likelihood of confusion between Applicant’s Mark and Opposer’s Mark.

31.  Any investigations, research, reports, surveys, focus groups, or studies conducted
by or on behalf of Applicant that concern or relate to Applicant’s Mark or Opposer’s Mark.

32.  All trademark searches, reports, research, or investigations obtained or conducted
by or on behalf of Applicant concerning Applicant’s Mark.

33.  Objections Applicant has made to third parties’ use and/or registration of marks,
names, or designs based on Applicant’s Mark,
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34,  Objections Applicant has received from third parties regarding Applicant’s use
and/or registration of Applicant’s Mark,

35.  All judicial and administrative proceedings involving or relating to Applicant’s
Mark other than this opposition proceeding,.

36.  Applicant’s knowledge and awareness of Opposer’s use of Opposer’s Mark.
37.  Applicant’s knowledge and awareness of the fame of Opposer’s Mark.

38.  Applicant’s knowledge and awareness of the public perception of Opposer’s
-Mark,

TOTAL P.010
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THIS OPINION
IS NOT A PRECEDENT
OF THE TTAB

Mailed: March 12, 2007

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

Trademark Trial and Appeal Board

Caterpillar, Inc.
' V.
Pave Tech, Inc.

Cancellation No. 92041776

Edward G. Weirzbicki, Mary E. Innis and Nerissa Coyle McGinn
of Loeb & Loeb LLP for Caterpillar, Inc.

Rebecca Jo Bishop and Michael J. O’Loughlin of Altera Law
Group LLC for Pave Tech, Inc.

Before Hairston, Walsh and Taylor, Administrative Trademark
Judges.

Opinion by Taylor, Administrative Trademark Judge:

A petition has been filed by Caterpillar Inc. to cancel
a registration issued to Pave Tech, Inc. for the mark
PAVERCAT, in typed or standard character format, for
“machines and machine parts used to aid in the installation
of segmental pavers.”?

As grounds for cancellation, petitioner alleges that it

is a long-established, multi-national company with business

Registration No. 2684138, issued February 4, 2003, claiming
first use and first use in commerce on February 23, 2000.
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operations in many areas, including the development,
manufacture, distribution, marketing and sale of
construction and earthmoving equipment includingibut not
limited to mini hydraulic excavators, road reclaimers,
asphalt pavers, tractors, and power and manually controlled
graders, scarifiers, scrapers, and rippers adapted to be
employed for the construction and maintenance of roads; that
since long prior to January 28, 2000, the date respondent
filed its application for Registration No. 2684138,
petitioner adopted and began to use the marks CAT, in typed

or standard character form, and CATERPILLAR, in typed or

standard character form, and the marks CAT ang CATERPILLAR
(“hereinafter collectively referred to as the Caterpillar
marks”)? in commerce with these goods and services.
Petitioner further alleges that since long prior to January
28, 2000, petitioner has enjoyed substantial sales of its
products and services under its Caterpillar marks and has
spent substantial sums in advertising and promoting the
products and services sold under the Caterpillar marks in
the United States; that since long prior to January 28,
2000, the Caterpillar marks became famous; that upon

information and belief, neither respondent nor its

> petitioner has pleaded ownership of eleven registrations for
the marks CAT and CATERPILLAR (both with and without design
elements) that cover various goods and services in the
construction industry.
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predecessor or related company made commercial use of the
trademark PAVERCAT for the goods identified in Registration
No. 2684138 prior to the date respondent filed its
application for the registration; and that respondent’s use
of the trademark PAVERCAT for the identified goods is likely
to cause confusion, mistake or deception as to the source of
origin, sponsorship or approval of respondent’s products.

In its answer, respondent has admitted the allegations
contained in paragraphs 8 and 9 of the petition for
cancellation, namely that “.. neither Respondent nor any
predecessor or related company of Respondent made commercial
use of the trademark PAVERCAT for the goods identified in
Registration No. 2,684,138 prior to January 28, 2000, the
date Respondent filed its application for Registration No.
2,684,138” and “Respondent’s use of the trademark PAVERCAT
is without Petitioner’s consent or permission.” Respondent
otherwise denied the salient allegations of the petition for
cancellation. Respondent also has‘asserted what it
characterizes as “AFFIRMATIVE DEFENSES,” but are actually
amplifications of its reasons why confusion is not likely.
THE RECORD

The record consists of the pleadings; the file of the
registration sought to be cancelled; petitioner’s testimony
depositions, with exhibits, of Kurt D. Tisdale, petitioner’s

general construction industry division manager and J.



Cancellation No. 92041776

Michael Hurst, one of petitioner’s trademark attorneys; and
petitioner’s notices of reliance on: status and title
copies of petitioner’s pleaded registrations; certain of
respondent’s interrogatory answers; and excerpts from the
discovery dépositions, with exhibits, of respondent’s

30(b) (6) witnesses, namely, Stephen Jones, respondent’s
president, and Robert Cramer, respondent’s field services
manager.’ Respondent did not take any testimony or submit
any other evidence in support of its position.

FINDINGS OF FACT

Petitioner, Caterpillar, Inc., is the world’'s leading
manufacturer of construction equipment, including building
construction and compact construction equipment. :
Petitioner’s CATERPILLAR and CAT marks have been used
continuously on construction equipment since 1904 and 1948
respectively. .Although initially known in large part for
heavy road building and mining equipment, Caterpillar
expanded its product line in the 1970’s to include a line of
smaller equipment known as the building construction compact
equipment line. This equipment line includes various types
of material handling machines such as skid steer loaders,

multi terrain loaders, compact wheel loaders, compact

* pPetitioner also has submitted, under notice of reliance, a
copy of the registration file for respondent’s PAVERCAT mark. We
note, however, that the record includes, without action by
petitioner, the file of the registration. See Trademark Rule
2.122(b).
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telehandlers, backhoe loaders, émall wheel loaders hydraulic
elevators, and small track type tractors. Some of
petitioner’s material handling machines are comparable in
price to respondent’s machines. (Tisdale dep., p. 7, 12, 24-
25).*

Petitioner’s equipment is sold through a worldwide
network of independently-owned dealers, of which 57 are
located in North America. Petitioner sells to its dealers,
who in turn sell to end users and have their own rental
fleet. Petitioner’s business includes the CAT Rental
Stores, 400 of which are located in North America. The CAT
Rental Stores are owned by petitioner’s dealers and serve
the building construction, landscaping and contractor
industries, where they rent on a short-term basis, e.é.,
daily, weekly and monthly, both petitioner’s products and
other products, including hand tools, generators and compact
construction equipment. (Tisdale dep., p. 14-16).

The CAT trademark was first used in 1948 and is
prominently displayed on each of petitioner’s products.
Several of petitioner’s different business arms are branded
with the CAT trademark, such as CAT Financial Services

Corporation, CAT Logistics and the CAT Rental Store.

4 The pricing for petitioner’s compact equipment line has been
marked confidential.
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(Tisdale dep., p. 28). Petitioner also uses the CAT mark in
connection with its NASCAR program’. (Tisdale dep., p. 47).
Petitioner has extensively promoted its CAT mark

through advertisement in trade publications, the
distribution of product brochures and newsletters to its
customers-and potential customers, and on the Internet at

www.cat.com. Petitioner’s other advertising efforts include

the appearance of the CAT mark on all of petitioner’s
authorized dealer’s delivery trucks and through the
licensing of its mark to a wide variety of merchandise
providers for products such as clothing, boots, golf balls,
and scale model replicas. Petitioner also promotes its CAT
mark to the general public through its NASCAR program and
two television shows, i.e., the.Discovery Channel’s series
“American Chopper” for which the CAT Chopper motorcycle was
built and HGTV’'s “Dream Home” Series which films the
construction of a home. Petitioner particularly has
promoted its compact equipment line in magazines, direct
mail, brochures, radio, television, billboards, trade shows
and open house promotions. (Tisdale dep., p. 93-95, Ex.
49). More generally, the CAT Rental Stores advertise in the

Yellow Pages, trade magazines, radio, television, on

> The program includes sponsorship of a Winston Cup Series
NASCAR racing car, where the CAT design mark is prominently
displayed on the hood of the sponsored race car. (Tisdale dep.,
p. 47).
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vehicles and in petitioner’s quarterly-published magazine.
(Tisdale dep., p. 51-52; Ex. 9).

Although Petitioner’s sales figurés and advertising and
promotional expenditures have been marked “confidential,”
they are substantial, with the sales figures for
petitioner’s compact equipment line steadily increasing
since 1995. (Tisdale, ex. 67). The sales figures from 1995
through 1999 encompass petitioner’s North American
operation, while the sales figures from 2000 through 2004
are separated into North American and United States sales.®

CATERPILLAR [and CAT] has been named one of America’'s
80 strongest brands by America’s Greatest Braﬁds Inc.l7 and
the 68" most valuable brand in the world by Business Week.
(Tisdale dep., p. 116-117; Tisdale Exs. 5 and 69) .

Petitioner also has an aggressive trademark enforcement
program related to its CATERPILLAR and CAT trademarks as

well as CAT formative marks.?® (Hurst dep. and Exs. 73-75).

® In this regard, we note the vast majority of the Cat Rental
Stores are located in the United States.

7 In the publication America’s Greatest Brands An Insight Into
80 of America’s Strongest Brands, Volume 1, ranking “Caterpillar”
as one of America’s strongest brands, America’s Greatest Brand
Inc. states, in part, that the CAT and CATERPILLAR brands [marks]
are “equally established” and the CAT mark “takes a more dominant
position in product promotion and identification.” (Tisdale Ex.
5).

® “Cat formative,” as used by petitioner, is “any trademark that
uses the term “CAT in any type of configuration found in the
mark.” (Hurst dep., p. 5).
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What information we have regarding respondent and its
goods was obtained through respondent’s responses to
petitioner’s interrogatories and the discovery depositions,
and accompanying exhibits, of its 30(b) (6) witnesses.
Respondent, Pave Tech, ‘originally started as a 1986
corporation as a contractor involved in the installation of
segmental paving - [and] evolved from a construction company
to .. a sales and marketing company for construction
products.” (Jones dep., p. 7-8).

"The PAVERCAT paver installation machine and the
PAVERCAT name were first used by PAVE TECH, INC. at the
World of Concrete 2000 trade show on February 23, 2000...”
(Respondent’s Response to Interrogatory No. 3). The only
products offered by respondent under the PAVERCAT name are
the motorized machine designed to aid in the installation of
segmental pavers and accessories offered for use with it.
(Respondent’s Response to Interrogatory No. 14). The
PAVERCAT product is described as a “[j]lobsite material
handler. Great for light grading, sand and paver transport
and sand sweeping.” (Ex. 7 to the Jones deposition,
submitted as Ex. 72). The PAVERCAT product is further
described as a “Universal Machine .. that can be fitted with
a hydraulic paver clamp, a sand bucket, a sand broom, a

rbtary sand/cleaning brush and many other attachments for




Cancellation No. 92041776

the handling of concrete products.” (Ex. 8 to the Jones
dep., submitted as Tisdale ex. 72).

Respondent advertises and promotes its PAVERCAT product
by displaying and demonstrating the product at trade shows.
(Respondent’s Response to Interrogatory No. 13).

Before beginning our discussion, we note that
petitioner has pleaded ownership of eleven registrations in
the petition for cancellation. Among the pleaded
registrations is Registration No. 2421077° for the mark CAT

and design, as shown below,

CAT

for use on or in connection with a variety of compact
construction equipment, including “skid steer loaders.” In
its brief on the case, petitioner focuses its arguments in
favor of a finding of likelihood of confusion on its CAT and
design mark and its compact construction equipment line,
particularly the skid steer loaders. 1In analyzing
likelihood of confusion, we accordingly limit our discussion
to the PAVERCAT mark and recited goods vis-a-vis the Cat and
design mark for “skid steer loaders,” the skid steer loaders
being most relevant to respondent’s machines and machine

parts to aid in the installation of segmental pavers.

° Registered January 16, 2001, and claiming July 13, 1988 as the
date of first use and October 20, 1988 as the date of first use
in commerce, Section 8 and Section 15 affidavits, filed.



Cancellation No. 92041776

PRIORITY
Respondent’s underlying application for the involved

registration was filed on January 28, 2000. Respondent
neither alleged nor proved a date of first use earlier than
this date. Thus, the operative date of respondent’s first
use for purposes of this priority dispute is January 28,
2000. Section 7(c) of the Trademark Act, 15 U.S.C. §
1057(c) . See Hilson Research Inc. v. Society for Human
Resource Management, 27 USPQ2d 1423, 1428-29, n. 13 (TTAB
1993); and Brewski Beer Co. v. Brewski Brothers Inc., 47
UspQ2d 1281, 1284 (TTAB 1998). Regarding petitioner’s use
of its mark:

To establish priority, the petitioner

must show proprietary rights in the mark

that produce a likelihood of confusion.

These proprietary rights may arise from

a prior registration, prior trademark or

service mark use, prior use as a trade

name, prior use analogous to trademark

or service mark use, or any other use

sufficient to establish proprietary

rights.
Herbko International Inc. v. Kappa Books Inc., 308 F.3d
1156, 64 USPQ2d 1375, 1378 (Fed. Cir. 2002) [citation
omitted] .

Petitioner has made of record a status and title copy

of its pleaded Registration No. 2421077. The filing date of
the underlying application for that registration is November

12, 1999. Inasmuch as November 12, 1999 precedes any date

of first use upon which respondent may rely, priority rests

10
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with petitioner with respect to the CAT and design mark for
skid steer loaders. BAmerican Standard Inc. v. AQM
Corporation, 208 USPQ 840 (TTAB 1980). Notably, respondent
does not dispute petitioner’s priority.

LIKELIHOOD OF CONFUSION

Our determination of the issue of likelihood of
confusion is based on an analysis of all the probative facts
in evidence that are relevant to the factors set forth in In
re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). 1In considering the evidence of record on
these factors, we keep in mind that “[t]lhe fundamental
inquiry mandated by §2(d) goes to the cumulative effect of
differences in the essential characteristics of the goods
and differences in the marks.” Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA
1976). We also must bear in mind that the fame of a
plaintiff’s mark, if it exists, plays a “dominant role in
the process of balancing the DuPont factors.” Recot Inc. v.
M.C. Becton, 214 F.3 1322, 1327, 54 USPQ2d 1894, 1897 (Fed.
Cir. 2000).

Fame of Petitioner’s Mark

As noted, we are required to consider evidence of the
fame of petitioner’s mark and to give great weight to such
evidence if it exists. See Bose Corp. v. QSC Audio Products

Inc., 293 F.3d 1367, 63 USPQ 1303, 1309 (Fed. Cir. 2002);

11
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Recot Inc. v. M.C. Becton, supra; Kenner Parker Toys, Inc.
v. Rose Art Industries, Inc., 963 F.2d 350, 22 UsSPQ2d 1453
(Fed. Cir. 1992).

Fame of an opposer’s'® mark or marks, if it
exists plays a “dominant role in the
process of balancing the DuPont factors.”
Recot, 214 F.3d at 1327, 54 USPQ2d at 1897,
and “[f]amous marks thus enjoy a wide
latitude of legal protection. Id. This is
true as famous marks are more likely to be
remembered and associated in the public
mind than a weaker mark, and are thus more
attractive as targets for would-be
copyists. 1Id. Indeed, [a] strong mark ..
cast a long shadow which competitors must
avoid.” Kenner Parker Toys, 963 F.2d at
353, 22 USPQ2d at 1456. A famous mark is
one “with extensive public recognition and
renown.” Id.

Bose Corp. v. QSC Audio Products Inc., supra, 63 USPQ2d at
1305.

In this case, we find that petitioner’s CAT and design
mark is indeed a famous mark in the field of compact

construction equipment.'' The record reflects that the CAT

' Fame of a petitioner’s mark likewise plays an important factor
inasmuch as the analysis of the du Pont factors is the same in
both opposition and cancellation proceedings.

' petitioner also asserts that Pave Tech’s President, Mr.
Jones, admits that CAT is a world famous trademark. While there
was some acknowledgment by Mr. Jones that CAT is a famous
trademark, it is unclear whether Mr. Jones was referring solely
to fame as it relates to petitioner’s heavy construction
equipment and, accordingly, we do not find a concession as to
fame as it relates to petitioner’s compact construction line.
Specifically we note the following testimony of Mr. Jones during
the 30(b) (6) discovery deposition:

Q. Would you agree, Mr. Jones, that “cat” ig a famous
trademark?

12
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and design mark has been used since the late 70’s in
connection with petitioner’s compact equipment line and that
petitioner capitalized on the strength of its CAT and design
mark for heavy equipment by co-marketing boﬁh lines of
products. (Tisdale dep., p. 89-90 and the sampling of
advertisements reproduced in Petitioner’s Brief, p. 10-14) .
Further, the CAT and design trademark is featured
prominently on all of petitioner’s products, licensed
merchandise and on the signage of the CAT Rental Stores, 400
of which are located in North America, 335 of which are in
the United States.

Although certain portions of the record have been

marked “confidential,” so we are unable to disclose specific

Mr. O’LOUGHLIN: Answer only if you know the answer.

A. Well, as a trademark, yes, it is quite worldwide famous,
but it is also a very common term. So, in reference to
heavy construction equipment, yes.

Q. I just want to clarify to make sure I understand your last
response. Is it correct that you would agree that “cat” is
a famous trademark in the construction equipment industry?

A. Yes.

Q. In addition to the fact that “cat” is a famous mark in the
construction industry, your last response indicated an
addition to that. Could you also explain to me or, I guess,
restate what the second part of your answer was?

A. Well, the term cat is used by other companies known in the
construction industry also such as Bobcat who we worked with
in the past. So I guess if you are asking if the word cat
in and of itself is a world famous trademark and do I
recognize that, yes.

(Jones dep., p. 43-44). 1In any event, respondent did not dispute
petitioner’s claim that its CAT and design mark is famous.

13
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sales figures and advertising and promotional expenditures,
the record establishes that petitioner unquestionably has
had significant volume of sales and has extensively promoted
its CAT and design mark. Petitioner also has advertised its
mark in virtually every medium. Indeed, petitioner’s CAT
mark has been recognized as one of the world’s strongest
brands. (Tisdale dep., p. 116-117; Tisdale Exs. 5 and 69) .

Additionally, petitioner’s aggressive trademark
enforcement activities reinforce the strength of its CAT
marks. See J.Thomas McCarthy, McCarthy on Trademarks and
Unfair Competition, § 11.91 (4® ed. 2005) (“.. active
program of prosecution of infringers .. enhances the
distinctiveness and strength of a mark”).

Based on this evidence, we find that petitioner’s CAT
and design mark is famous.

Similarity of the Marks

Considering now the marks, we must determine whether
petitioner’s CAT and design mark and respondent’s
PAVERCAT mark, when compared in their entireties, are
similar or dissimilar in terms of sound, appearance,
connotation and commercial impression. As our principal
reviewing court has indicated, while marks must be
considered in their entireties, including any descriptive
matter, in articulating reasons for reaching a conclusion

on the issue of likelihood of confusion, “there is

14
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nothing improper in stating that for rational reasons,
more or less weight has been given to a particular
feature of a mark, provided [that] the ultimate
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056,
224 USPQ 749, 751 (Fed. Cir.k1985), For instance,
according to the court, “that a particular feature is
descriptive .. with respect to the involved goods and
services is one commonly accepted rationale for giving
less weight to a portion of a mark ... “ Id. Furthermore,
the test is not whether the marks can be distinguished
when subjected to a side-by-side comparison, but rather
whether the marks are sufficiently similar in terms of
their overall commercial impression that confusion as to
the source of the goods and/or services offered under the
respective marks is likely to result. The focus is on
the recollection of the average purchaser who normally
retains a general rather than a specific impression of
trademarks. See Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106 (TTAB 1975).

Respondent contends that “the marks PAVERCAT .. and
CAT are not sufficiently similar, especially in light of
Pave Tech’s addition of the word PAVER at the beginning
of its mark. The only similarity between the marks is

the word “cat” which is insufficient given the placement

15
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and emphasis of this word in Pave Tech’s mark.”
(Respondent’s Brief, p. 4).

We disagree. 1In evaluating the similarity of the
marks, as admitted by respondent, the term “paver” 1is
generic for a segmental paver. (Jones dep., p. 16-17).

We therefore find that the dominant and distinguishing
portion of respondent’s mark PAVERCAT is the term “CAT,”
due to the genericness of the word “paver.” Thus, the
dominant portion of respondent’s mark is virtually
identical to petitioner’s mark.

The generic word “paver,” while not present in
petitioner’s mark, would not be looked to as a source-
identifying element. Nor do we find that the triangle
design, located beneath the letter “A” in petitioner’s mark,
distinguishes the parties’ marks in appearance.
Additionally, because respondent’s mark is registered in
typed format, respondent’s rights therein encompass the
letters “PAVERCAT” and are not limited to the depiction
thereof in any special form. See Phillips Petroleum Co. v.
C. J. Webb, Inc. 442 F.2d 1376, 170 USPQ 35, 36 (CCPA 1971).

As the Phillips Petroleum case makes clear, when a word mark

is registered in typed form, the Board must consider all
reasonable modes of display that could be represented.

‘Accordingly, respondent’s mark must be considered to include

16
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the same stylized lettering and/or color scheme as that in
which petitioner’s mark appears.

Contrary to respondent’s assertion, we also do not find
the placement of the generic term “paver” at the beginning
of respondent’s mark a distinguishing feature. See
Caterpillar Tractor Company v. Gehl Company 177 USPQ 343
(TTAB 1973) (the addition of the prefix “HYDRA,” a
descriptive term, to “CAT” found not sufficient to
distinguish the mark as a whole from “CAT.").

Accordingly, we find that in their entireties, the
marks are not only substantially similar in appearance due
to the shared phrase CAT but, in light thereof, they are
substantially similar in connotation and.convey a
substantially similar commercial impression. Thus, the
factor of the similarity of the marks favors a finding of
likelihood of confusion.

Similarity of the Goods/ Trade Channels/ Consumers

Turning now to a consideration of the goods, petitioner
contends that both its skid steer loaders and respondent’s
paver installation machines are material handling machines
which perform the same function. By contrast, respondent
contends that such goods covered by the respective
registrations are dissimilar. In particular, respondent
asserts that the goods are dissimilar because “[n]ot one of

Caterpillar’s asserted trademark filings identify segmental

17
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paving equipment.” (Respondent’s brief, p. 4). Respondent
argues that the Board is constrained to evaluate the
similarity of the goods on the basis of the descriptions set
forth in the relevant trademark “filings” and that
petitioner’s activities are entirely irrelevant.

We concur that the issue of likelihood of confusion
must be determined based on an analysis of the
identification of goods or services set forth in defendant’s
involved registration vis-a-vis the goods or services
recited in plaintiff’s registration. See Octocom Services
Inc. v. Houston Computers Services Inc. v. Houston and
Canadian Imperial Bank v. Wells Fargo Bank, 811 F.2d 1490, 1
USPQ2d 1783 (Fed. Cir. 1992). However, it is a general rule
that goods or services need not be identical or even
competitive in order to support a finding of likelihood of
confusion. Rather, it is enough that the goods or services
are related in some manner or that some circumstances
surrounding their marketing are such that they would be
likely to be seen by the same persons under circumstances
which would give rise, because of the marks used therewith,
to a mistaken belief that they originate from or are in some
way associated with the same producer or that there is an
association between the producers of each parties’ goods or
services. In re Melville Corp., 18 USPQ2d 1386 (TTAB 1991),

and the cases cited therein.

18
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Respondent’s registration is for “machines or machine
parts used to aid in the installation of segmental pavers.”
As observed earlier in this decision, respondent advertises
its machine as a “Universal Machine .. that can be fitted
with a hydraulic paver clamp, a sand bucket, a sand broom, a

rotary sand/cleaning brush and many other attachments for

the handling of concrete products.” (Exhibit 8 to the Jones
deposition, submitted and Ex. 72). The advertisement
further touts: “[u]se the bucket to move your screening
sand into position and level it”; .. “[m]oving your paving
blocks to the laying face quickly”; .. “[u]se the brush to

sweep your jointing sand.” Id.

Mr. Tisdale, petitioner’s general construction industry
division manager, testified that these same tasks, namely,
installation of segmental pavers, can be performed by
petitioner’s compact equipment, especially its skid steer
2

loaders.™ (Tisdale dep., p. 18-19, 20-23, 26-27, 35-36, 59-

' Mr. Tisdale specifically testified that:

Q. And could you turn the page -- let's go to the exhibit --
let's go to the sixth page of Exhibit No. 72.

A. On this page is a picture of the product called PAVERCAT.
The title of the picture says PAVERCAT, capitol C-A-T, 2WD
and 4WD, which refers to two-wheel drive and four-wheel
drive offerings of this -- the industry term we use is
material handler. 1It’s a small four-wheel vehicle with a
front tool or attachment that is handling a -- a pallet of
bricks or pavers used in a driveway, patio or sidewalk ‘
project.

Q. Which products in Caterpillar’s compact equipment line
could perform the same function that you see being
performed on Page 6°?
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61) . More specifically, Mr. Tisdale testifies that: It is
my belief that we are more versatile. .. For our skid steer
loader, we offer over 40 different attachments and tools for
the front of the machine to do these same applications [as
-the PAVERCAT machine] of grading, material handling,
sweeping, etc...” Moreover, pictures in advertisements of
both parties show petitioner’s compact equipment, sold under
its CAT and design mark, performing the same or similar
tasks as respondent’s PAVERCAT paver installation machine in
the construction of driveways, patios, and sidewalks.
(Tisdale exs. 28 and 55 and Jones exs. 10, 15 and 16
submitted as Tisdale ex. 72, and reproduced in Petitioner’s

brief, p. 43-44).

A. We have machines and work tools under the skid steer
loader line, multi terrain loaders, compact wheel loaders,
backhoe loaders, and telehandlers that all -- and as well
as 1lift trucks -- that all offer material handling
capabilities and can and are used in projects similar to
this.

Q. And they all can and are used for moving pavers and bricks

and things of that nature. Is that correct?

A. That is correct. We actually highlight in many of our own
advertising and promotion pieces machines with a set of
forks, a set of material handling tools, in the front that
are handling pallets and groups of bricks, flagstone
pavers, etc.

Tisdale Dep., p. 18-19.

Q. Would individual consumers, homeowners, people of that
type, also be potential customers of the CAT Rental
Stores?

A. We will take anybody who walks into the Cat Rental Store
and solicit or gather their information on what their
project needs are, show them what we have to offer. The
targeted audience is the small contractor doing, like I
mentioned, patio, driveway, landscaping, building type of
projects.

Tisdale dep., P. 35-36.
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We therefore find that respondent’s machines and
machine parts for aid in the installation of segmental
pavers and petitioner’s skid steer loaders, as identified in
the respective identifications of goods, perform the same or
very similar functions.

We also find that respondent’s attempt to distinguish
its goods from Ehose of petitioner by stressing petitioner’s
admission that “the PAVERCAT material handler cannot perform
the same functions as a skid steer loader” unpersuasive.
(Respondent’s brief, p. 4 (emphasis in the original)).
Simply because petitioner’s skid steer loaders are more
versatile, in that they are able to perform additional
tasks, does not alter the fact that both respondent’s
machines to aid in the installation of segmental pavers and
petitioner’s skid steer loaders perform the same function,
in that they are material handling machines that can be
fitted with attachments or tools and used to, among other
things, move pavers, move sand and sweep jointing sand used
in paving projects.

Because respondent’s machines for aiding in the
installation of segmental pavers and petitioner’s skid steer
loaders perform the same or similar functions, they are
overlapping or closely related compact construction

equipment.
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Further, in the absence of any limitations in either
petitioner’s registration or respondent’s registration with
respect to channels of trade, or classes of purchagers, we
must assume that petitioner and respondent sell their
respective goods in all of the usual trade channels for
goods of this type and to all normal classes of customers
therefbr. Canadian Imperial Bank of Commerce v. Wells Fargo
Bank, supra; and Toys R Ug wv. Lamps R Us, 219 USPQ 340 (TTAB
1983). Accordingly, for the purposes of our likelihood of
confusion analysis, at the very least, the parties’ trade
channels and customers overlap.

Respondent also argues that consumers of respondent’s
PAVERCAT segmental paver installation equipment and
petitioner’s compact construction equipment are
sophisticated “given the high cost of these items.”
(Respondent’s Brief, p. 6). While the items are admittedly
expensive to purchase, the record demonstrates that
petitioner’s compact equipment, such as skid steer loaders,
is often rented - for a fraction of the cost - by smaller
construction contractors or even homeowners doing a
“weekend” construction project who do not have a full time
need for such a piece of equipment. (Tisdale dep., p. 24-
25, 35-36, 69). As such, the relevant public also includes
ordinary consumers with limited construction expertise.

These less sophisticated consumers may therefore exercise
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less care in selecting the above-mentioned construction
equipment than would commercial purchasers, thereby making
confusion more likely. See Alfacell Corp. v. Anticancer
Inc., 71 USPQ2d 1301, 1306 (TTAB 2004) (noting that where
both sophisticated and members of the general public are
relevant consumers, the standard is equal to that of the
least sophisticated consumer) .

Furthermore, even sophisticated and careful purchasers
of goods can be confused as to source under circumstances
where similar marks are used on identical goods. See In re
Research Trading Corp., 793 F.2d 1276, 230 USPQ 49, 50 (Fed.
Cir. 1986) citing Carlisle Chemical Works, Inc. v. Hardman &
Holden Ltd., 434 F.2d 1403, 168 USPQ 110, 112 (CCPA 1970)
("Human memories even of discriminating purchasers .. are not
infallible.") .

In view thereof, du Pont factors of the similarity of
the goods, trade channels and purchasers favor petitioner.

Regpondent’s Intent

Petitioner argues that respondent adopted the PAVERCAT
mark in bad faith because of respondent’s prior knowledge of
petitioner’s use of the CAT and design mark for compact
construction equipment. Petitioner also contends that the
pattern established by respondent for its trademarks is to
combine two descriptive terms - the first being PAVER -

which is generic for segmental pavers - along with a second
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term which would describe the individual product, such as
PAVERSPLITTER, for a tool that breaks pavers and PAVERCART
for a cart that moves pavers. Petitioner argues that
contrary to the statements of respondent’s president, the
PAVERCAT mark is not “in keeping” with the other
“trademarks” adopted by respondent and thus evidences
respondent’s attempt to profit from the fame of petitioner’s
CAT and design mark.

On the other hand, respondent argues that its “honest
recognition that it had heard of the Company known as
‘Caterpillar’ prior to adoptiﬁg a trademark that happens to
incorporate the letters ‘c-a-t’ hardly constitutes bad
faith.”

Although respondent admittedly knew of petitioner’s
mark prior to the adoption of its PAVERCAT mark!?, mere
knowledge thereof does not establish that respondent adopted
its mark in bad faith. ' Ava Enterprises, Inc. V. Audio Boss
USA, Inc., 77 USPQ2d 1783 (TTAB 2006). While questionable,
we also do not find that respondent’s deviation from its
typical practice of identifying its products proves bad
faith.

Even so, it is settled that one who adopts a mark
similar to the mark of another for the same or closely

related goods or services does so at his own peril. W.R.

Y Jones dep., p. 43-44.
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Grace & Co. v. Herbert J. Meyer Industries, Inc. 190 USPQ
308 (TTAB 1976) .

Actual Confusion

Respondent contends that “despite years of concurrent
use, Caterpillar cannot point to one instance of actual
confusion caused by Pave Tech’s mark'PAVERCAT."
(Respondent’s Brief, P. 5). The record shows, however, that
respondent’s use and advertising of its mark in connection
with the goods identified in the registration has not been
substantial, and clearly not so extensive that there has
been a meaningful opportunity for any actual confusion to

have occurred. Notably, respondent’s President, Mr. Jones,

in his discovery deposition testified that: “.. we currently
are not promoting the sale of [the PAVERCAT product]” (Jones
dep., p. 34); “the most we ever had at any one time was two”

(Id. at 99); and “about two years ago .. we decided not to
stock [the PAVERCAT product].” (Id. at 99) As indicated in
the invoices submitted as Exhibit 22 to the Jones
deposition, during the period between September 12, 2000 and
May 2003, respondent sold only four PAVERCAT machines, along
with attachments, to three different customers. Further,
although respondent’s advertising expenditures are marked
“confidential” and therefore cannot be disclosed, they are

minimal.
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The absence, therefore, of actual confusion is not
surprising and not legally significant. See Time Warner
Entertainment v. Jones, 65 USPQ2d 1650, 1663; and Gillette
Canada Inc. v. Ranir Corp., 23 USPQ2d 1768 (TTAB 1992).

Therefore, that du Pont factor is neutral.

Additional Argument

We are not persuaded by respondent’s argument that the
examining attorney’s allowance of its application and
subsequent registration of PAVERCAT should play a role in
the likelihood of confusion analysis, as the Board is not
bound by previous determinations made at the examination
level. Hilson Research Inc. v. Society For Human Resource
Management, supra; and McDonald’s Corp. v. McClain, 37
USPQ2d 1274, 1277 (TTAB 1995).

Conclugion

When all of the relevant du Pont factors are
considered, especially the fame of petitioner’s mark, we
conclude that contemporaneous use by respondent of the mark
PAVERCAT for machines and machine parts used to aid in the
installation of segmental pavers is likely to cause
confusion with petitioner’s use of its CAT and design mark

at the very least with respect to skid steer loaders.

Decision: The petition to cancel is granted and

Registration No. 2684138 will be cancelled in due course.
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John Metzger

From: Johnson, Laura <LauraJohnson@finnegan.com>

Sent: Wednesday, June 24, 2015 5:26 PM

To: Candace Lynn Bell

Cc: Roberta Jacobs-Meadway; John Metzger; Foley, Christopher; Kilaru, Naresh; Reilly, Jenny
Subject: RE: Deposition Dates

Candace,

Caterpillar’s expert witness are available on the following dates —

® Roy Chipley - August 20, 2015
¢ Terry Moren — August 25, 2015
¢ Dave Foster — August 27, 2015

Please let us know if Tigercat plans to reissue its subpoenas. Caterpillar will accept service and the witness fees
previously provided.

Thanks,
Laura

Laura K. Johnson

Attorney at Law

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

Two Seaport Lane, 6th Floor

Boston, MA 02210-2001

617.646.1645 | fax: 617.646.1666 | laura.johnson@finnegan.com
www.finnegan.com

From: Johnson, Laura
Sent: Friday, June 19, 2015 5:28 PM

To: Candace Lynn Bell (CBell@eckertseamans.com)

Cc: Roberta Jacobs-Meadway (RJacobsMeadway@eckertseamans.com); John Metzger (JMetzger@eckertseamans.com);
Foley, Christopher; Kilaru, Naresh; Reilly, Jenny

Subject: Deposition Dates

Candace,

Further to our prior communications regarding deposition dates, Caterpillar has identified the following dates that their
fact witnesses are available for deposition in Peoria—

* Kurt Tisdale —July 15, 2015 (requires a start time after 10am)
e Ed Stembridge —July 16, 2015
¢ Diane Lantz Rickard —July 24, 2015 or August 28, 2015

Due to the witnesses’ busy schedules, we require written confirmation that Tigercat is available and intends to move
forward with these dates by June 26, 2015. Otherwise, we will instruct the witnesses that they can release the dates.



Caterpillar is still discussing availability with its expert witnesses for the noticed dates. We hope to be able to either
accept these dates or propose alternatives early next week. Also, per the response we filed with the TTAB yesterday,
please let us know if Tigercat is willing to discuss the compromise we proposed.

Thank you for the dates for Mr. McHugh and Mr. Berger. We would like to move forward with the proposed July 1st
date for Mr. McHugh and the proposed July 15th date for Mr. Berger. :

In response to your communications regarding Mr. Smeak and Mr. Cale, you informed Caterpillar that you believed
service on these individuals was improper as there was no payment of witness fees accompanying the subpoena. Until
its June 16, 2015 letter, Tigercat had not addressed the witnesses’ availability for the noticed dates.

We are prepared to reissue the subpoenas for new dates in July. As a convenience to the witnesses and to expedite this
process, please advise on available dates for each witness in July or August. Once we have these dates, we will reissue
the subpoenas with the witness fee payments. Please let us know if you will accept service of the subpoenas (as
Caterpillar did for its experts).

Regarding the location of the Smeak deposition, the former location was selected as it was close to Mr. Smeak’s prior
residence. We will select a more convenient location between Harmony and Pittsburgh for the deposition.

Thanks,
Laura

Laura K. Johnson

Attorney at Law

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

Two Seaport Lane, 6th Floor

Boston, MA 02210-2001

617.646.1645 | fax: 617.646.1666 | laura.johnson@finnegan.com
www.finnegan.com

This e-mail message is intended only for individual(s) to whom it is addressed and may contain information that is privileged, confidential, proprietary, or otherwise
exempt from disclosure under applicable faw. If you believe you have received this message in error, please advise the sender by return e-mail and delete it from
your mailbox. Thank you.



EXHIBIT X



IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF ARKANSAS

CATERPILLARINC,,
OPPOSER,

\A ¢ Misc. Action No.
TTAB Opposition No. 91213597

TIGERCAT INTERNATIONAL INC.

APPLICANT.

DECLARATION OF ANTHONY IAROCCI

Anthony Iarocci declares:

1. I am a citizen of Canada, over 18 years old and a resident of Brantford, Ontario.

2. I am employed by Tigercat Industries Inc. in the position of President, and have
been employed by Tigercat Industries Inc. since 1992.

3. Tigercat Industries Inc. is an Ontario, Provincial Corporation located in Canada.

4, I am not, nor have I ever been, employed by Tigercat International Inc.

5. In the initial disclosures in TTAB Opposition No. 91213597, I inadvertently
stated that I was the president of Tigercat International Inc. This was an error and the initial
disclosures have since been amended.

6. I give this declaration in support of Tigercat Ir&ernational Inc.’s lMotion To Quash

in the above captioned matter.



7. I was served with two subpoenas while attending the “INWOODSEXPO” trade
show in Hot Springs, Arkansas on June 19, 2015. I was in Arkansas for the trade show for 4
days.

8. In the last twenty years, I have visited Arkansas only on a few occasions and for
short periods of time. My last three visits to Arkansas were the visit mentioned in paragraph 7
above and were in 2011 and 2007 also for the “INWOODSEXPO”. -

9. I have no future plans to visit Arkansas.

I declare under penalty of perjury under the laws of the United States of America that

the foregoing is true and correct. Executed on the date listed below at 54 Morton Avenue
East Brantford, Ontario, Canada N3R 7J7,

By: Anthony larocci
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John Metzger

From: John Metzger

Sent: Thursday, July 02, 2015 5:05 PM
To: John Metzger

Subject: FW: Subpoenas

From: Kilaru, Naresh <Naresh.Kilaru@finnegan.com>

Sent: Tuesday, June 30, 2015 4:48 PM

To: Candace Lynn Bell

Cc: Roberta Jacobs-Meadway; John Metzger; Jeffrey Lewis; Foley, Christopher; Johnson, Laura
Subject: RE: Subpoenas

Dear Candace,

If Tigercat's objection is to “in person depositions in the U.S.,” we are willing to work with you on a convenient location
including taking the depositions at a location that would involve little to no travel time for your witness.

If Tigercat's objection is to any live deposition unless Caterpillar goes through the Hague Convention, we will not be
withdrawing the subpoenas. The subpoenas were validly served on an officer of Tigercat while he was present in the
United States.

Naresh

Naresh Kilaru | Bio

Of Counsel

Finnegan, Henderson, Farabow, Garrett & Dunner, LLP

901 New York Avenue, NW, Washington, DC 20001-4413

+1202 408 4236 | fax +1 202 408 4400 | paresh.kilaru@finnegan.com |
www.finnegan.com | LinkedIn | Blog

FINNEGAN
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From: Candace Lynn Bell [ mailto:CBell@eckertseamans.com]

Sent: Monday, June 29, 2015 7:15 PM

To: Foley, Christopher; Johnson, Laura

Cc: Kilaru, Naresh; Roberta Jacobs-Meadway; John Metzger; Jeffrey Lewis
Subject: Subpoenas

Dear Chris

As we advised you on Friday, we are planning on filing Motions to Quash in connection with the
subpoenas Opposer served on Anthony larocci for himself and Tigercat International Inc.

We have already discussed with you our position, that the Trademark Rules of Practice require
depositions of foreign parties to be on written questions and that the deposition of a foreign natural
person who is not a party and is unwilling to voluntarily be deposed in person may either proceed on

1



written questions or under the Hague Convention. We have attempted to resolve this matter with you
and have requested multiple times that the deposition of Tigercat International Inc. proceed as
required by the Trademark Rules. To date, you have agreed only to move the deposition site to
another location in the U.S., which does not address the impropriety of the insistence on in person
depositions in the U.S.

Please advise by close of business on June 30, 2015, if you are willing to withdraw the subpoenas.
Otherwise we will proceed with filing our Motions to Quash.

Regards,

Candace

Candace Lynn Bell, Esq. | Member

ECKERT SEAMANS CHERIN & MELLOTT, LLC

10 Bank Street « Suite 700 « White Plains, NY 10606
Direct (914) 286.6431 | Mobile (716) 835.0240
cbell@eckertseamans.com

eckertseamans.com | bio | vCard

This e-mail message and any files transmitted with it are subject to attorney-client privilege and contain
confidential information intended only for the person(s) to whom this email message is addressed. If you
have received this e-mail message in error, please notify the sender immediately by telephone or e-mail
and destroy the original message without making a copy. Thank you.

Neither this information block, the typed name of the sender, nor anything else in this message is
intended to constitute an electronic signature unless a specific statement to the contrary is included in

this message.

This e-mail message is intended only for individual(s) to whom it is addressed and may contain information that is privileged, confidential, proprietary, or otherwise
exempt from disclosure under applicable law. If you believe you have received this message in error, please advise the sender by return e-mail and delete it from
your mailbox. Thank you.
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%ourt,ﬁame: EDFA-Fhiladelphia
ivision: 2

Receipt Humber: FPE123643

Lashier 1Dz jarrow

Transaction Date: 87/62/2G15
Fayer Hame: ECKERT SEOAAHS CHERIW

AISCELLAHERIS PARERS

Fars ECKERT GEAMANS CHERIN
Case/Partys I-PaE-2-15-1C-BBB176-881
Paounts $46. B8

PARER CHECK COMVERSION
Remitters ECKERT SEAMAH3 CHERTH
Check/lioney Order Nums 436703
dnt fendersd:  $4E.90

Total Dus: 546,88
Total Tendereds $46.B8
Change Aut: 8. 88

Only when bank clears the check,
money ordar, or verifies credit of
funds is the fee or debt officially
paid or discharged. A #33 fee will
be charged for a returned check.



